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DETAILED ACTION 

Claims 1-2, 5-11, 13-14, 16-21, 23-34, 48-54 are pending. 

Lack of Unity of Invention 

1 . Applicant's election with traverse of Group IV, species I, directed to gram negative 
bacterium that is not Bacillus megaterium in which the gene recA is functionally inactivated, in 
the reply filed on August 5, 2009 is acknowledged. The traversal is on the ground(s) that there is 
Unity of Invention, and a Lack of Unity does not exist as the claimed inventions are linked by a 
special technical feature that makes a contribution over the prior art. 

2. Applicant asserts (Remarks submitted May 1 4, 2009 and August 5, 2009) that there is 
Unity of Invention because US PG-Pub 2008/005077 did not know or appreciate at the time of 
the provisional application, that the hypothetical ORF of SEQ Id NO 1819 in the provisional 
application encoded a RecA protein and designated the coding sequence to be Yxid, which is 
otherwise known as Transposase 30. 

3. It is the position of the examiner that SEQ ID NO 1819 of US PG-Pub 2008/0050774 was 
originally designated SEQ ID NO 1358 in Provisional application 60/535988 and was described 
as encoding RecA (see below). SEQ ID NO 1358 of the provisional application is identical to 
PG-Pub 2008/0050774 SEQ ID NO 1819. SEQ ID NO 1358 encodes RecA protein SEQ ID 
NO 5502 (provisional application designator) which is later known as SEQ ID NO 6016 in the 
PG-Pub 2008/005077; SEQ ID NO 1358 encodes RecA . 
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4. Therefore coding sequence for RecA SEQ ID No 1358 (later known as SEQ ID NO 
1819)was disclosed in the earliest filed provisional application which encodes RecA protein 
(SEQ ID NO 5502, later known as SEQ ID NO 6016). Lack of Unity still exists, as the first 
appearing invention is described and disclosed in US PG-Pub 2008/0050774 which has priority 
back to January 9, 2004. The RecA protein of 2008/0050774 shares 99.5 % sequence identity 
with SEQ ID NO 2 which is encompassed by the claimed genus of RecA factors with 96% 
identity to SEQ ID NO 2. US PG-Pub 2008/0050774 still anticipates and describes the first 
appearing inventio n. Claims 17-19 and 24 are under consideration 

5. Claims 1-2, 5-11, 13-14, 16, 20-21, 23, 25-34, 48-54 are withdrawn from further 
consideration pursuant to 37 CFR 1 . 142(b), as being drawn to a nonelected Groups I, II, III, V- 
IX, and non-elected species in Group IV there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on August 5, 
2009. 

210> 1358 
<211> 1047 
<212>DNA 
2 1 3 > Bacillus lichenifonnis 

<400> 1358 

algagtgalt gltaggtagt tllagalalg gcgtltaaat aaalagaaaa gcagUlggt 60 
aaaggllcga Ualgaaacl cggcgaacaa aclgaaacga gaalUcaac agUccgagc 120 
ggUcUlag cgclcgalgc ggctcUg i gl ggal acccgcgcgg ccggattatt ISO 
•jaaglalacg ggcclgaaag tkvgglaaa acgacgglgg cgclkalgc gallgccgaa 240 
gttcagcagc agggcggaca agcggcgtlt alcgacgccg aacacgcgcl Igalcccglc 300 
(algcacaaa agclgggcgl caacallgal gagtUUgc Iglcacagcc Igalacgggc 360 
gagcaggcgc tcgaaatcgc tgaagccctl gl iaa gg g i lalcgttgtc 420 
alcgaclclg lag Iglg gaa Igaaalcg aagg 1 ggattcc 480 

cacglcggu l l ill ll ig^gatc 540 

aalaaalcga agaccalcgc galclllalc aaccagallc glgaaaaagl cgglglcalg 600 
tttggaaatc ctgag i ca I i m l ictc ttctgtccgc 660 

cllgaaglgc gccgcgcaga gcagclgaaa c;uit!j!caact! acgk-alggg gaacaagacg 720 
aaaalcaaag Icglgaaaaa caaaglggca cclccallcc ggacagccga agtggacatt 780 

ilgl il i i ilUc ii g gaaalcalcg acck cllgai -I I 

atcgttcaaa agagcggtgc atggtactct tatt i i it tttgg acaaggccgt 900 

gaaaacgcca aacagttcd gaaagaaaac aaggatatcc ttttgatgat tcaagagcag 960 
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atccgggagc act il 111 ggalacl i i gete ctgcacagga agacgaggcc 1020 
caagctcagg aagaactcga gttttaa 1047 




E.^j^K.i-usi , . i • . • .. so r j: r ...... ■ ?; r..-:o Li. •, .. .: •>=■ 5Eg. :d :;o .solo .z.r 

vJ"- .. 1-. I .... ... • . :C9S3,12B. 

Information Disclosure Statement 

6. The information disclosure statement filed September 19, 2006 and August 12, 2008 
have been considered. 

Priority 

7. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Sequence Compliance and Specification Hyperlinks 

8. The instant Application is now in sequence compliance. 

9. Applicant's amendment of the Specification removing embedded hyperlinks obviates the 
previous objection to the Specification 
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Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the imenlion thereof b\ the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign countn or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treat} defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

1 1 . Claims 17-19 and 24 are rejected under 35 U.S.C. 102(e) as being anticipated by US PG- 
Pub 2008/0050774, with priority to January 9, 2004 in US Provisional Application 60/535,988 . 

12. Pub 2008/0050774 discloses the instantly claimed invention directed to: 

13. A mutant gram positive bacterium, Bacillus licheniformis, with a disrupted or deleted 
gene of SEQ ID NO 1819 (sec PG-Pub original claims 36-38 and original claim 1 7; provisional 
application original claims 19 and 38-39), the mutant gram positive bacterium having less RecA 
biologically active substance than in the parent cell. The mutation being in the coding sequence 
of SEQ ID NO 1819 resulting in a mutant having the recA gene deleted or disrupted (claim 35 

depending from claim 1 7 in PG-Pub; w hich were claimed as claim 1 4 and 38 of the Pro\ isional application for SI Q Id NO 1 358, 
RecA) 



Table 1 . Predicted function 
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The mutant gram positive bacterium with a disrupted recA gene had a coding sequence prior to 
mutation that shares 99.5% sequence identity at the genetic level with the instantly claimed 
coding sequence SEQ ID No 1 . 



Pub 2008/005077 anticipates the instantly claimed invention as now claimed. 



14. Claims 17-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Colston et al 
(WO02/50262, publication date 2002). 

Colston et al disclose the instantly claimed invention directed to a gram positive 
bacterium, Mycobacterium tuberculosis or M. bovis GCG, in which the gene recA is 
functionally inactivated, wherein the inactivation is by mutation within the recA coding 
sequence (see abstract, page 6, paragraphs 4-6; pg 7, p. 1 "inactivation of the recA gene". . . 
"insertion, deletion or frame shift mutation") 

Colston et al anticipates the instantly claimed invention as now claimed. 



Application/Control Number: 10/593,425 Page 7 

Art Unit: 1645 

15. Claims 17 and 24 are rejected under 35 U.S.C. 102(e) as being anticipated by Dubensky, 
JR et al (US PG-Pub 2004/0197343, filing date February 6, 2004). 

Dubensky, JR et al disclose the instantly claimed invention directed to a gram positive 
bacterium, Mycobacterium tuberculosis (claims 11-13) or Bacillus anthraces (claims 11, 12, 14) 
or Listeria monocytognes (claims 11,12 and 15), in which the gene recA is functionally 
inactivated (see claim 1 1), wherein the inactivation is by mutation within the recA coding 
sequence ( see claims 9 and 1 1) 

Dubensky, JR et al anticipates the instantly claimed invention as now claimed. 

16. Claims 17 and 24 are rejected under 35 U.S.C. 102(b) as being anticipated by Nuyts et al 
(2001). 

Nuyts et al disclose a mutant Clostrium strain, the mutant having a mutation in the recA 
gene promoter (see Figure 1, "recA deleted Cheo box") which resulted in no activation of recA 
following irradiation "no difference was seen between irradiated and non-irradiated samples", 
(see page 467, col. 1, lines 4-6), thus showing inactivation of the recA gene by deletion of the 
Cheo box in the recA promoter. Nuyts et al anticipates the instantly claimed invention in light of 
the fact that a gene is the combination of all regulator sequences together with the coding 
sequence for a gene product, Nuyts et al disclosing a mutation in the gene promoter to inactivate 
recA. 
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Conclusion 
This is a non-final action. 
17. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Various references are being cited to show recA mutant strains of bacteria. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GINNY PORTNER whose telephone number is (571)272-0862. 
The examiner can normally be reached on flextime, but usually M-F, alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Robert Mondesi can be reached on 571-272-0956. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Ginny Portner/ 
Examiner, Art Unit 1645 
September 8, 2009 



/Robert B Mondesi/ 

Supervisory Patent Examiner, Art Unit 1645 



